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The Rej ections on Appeal

Clains 8-15 stand finally rejected under 35 U S. C. § 103.
In the answer, the exam ner did not expressly state the basis
of the ground of rejection. W assune that the rejection is
rendered on the basis of MInes, Langhans, O ark and Pfost.

The | nventi on

The invention is directed to a nethod for effecting
sel ective access to events or transactions. Access to the
events or transactions being restricted by both identity and a
predet erm ned nunber of perm ssible access. The sole
i ndependent cl ai mon appeal is reproduced bel ow

8. An access systemfor determ ning access to an event
or transaction for a bearer of a data holding article, the
bearer having a personal identifier, access to the event or
transacti on bei ng dependent on the satisfaction of
predet erm ned bearer identification requirenents and the
exi stence of prior occurrences, the nethod enploying the data
hol ding article and an information processing apparatus; the
nmet hod conprising the steps of

providing a data holding article, the data hol ding
article having recorded thereon machi ne-readabl e data, the
machi ne-readabl e data includi ng encoded data representative of
a bearer’s personal identifier, the machi ne-readabl e data
i ncl udi ng encoded data representative of at |east one event or
transaction, each event or transaction having a predeterm ned
nunber of perm ssible occurrences;

provi ding i nformati on processi ng apparatus, the

I nformati on processi ng apparatus having neans for reading the
encoded event-rel ated or transactional data, the information
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processi ng appar atus havi ng nmeans for readi ng the encoded
personal identifier data, the information processing apparatus
havi ng i nput neans for receiving a personal identifier
presented by the bearer, the presented personal identifier
bei ng correspondent with the encoded personal identifier data,
the information processing apparatus having neans for
computing correl ati on between the encoded personal identifier
data and the presented personal identifier;

presenting the data holding article to the information
processi ng apparatus, the information processing apparatus
readi ng the encoded personal identifier data, the information
processi ng apparatus reading the encoded event-rel ated or
transactional data for a determ nation of prior occurrences;

presenting the bearer’s personal identifier to the
I nformati on processi ng apparatus, the information processing
apparatus conputing the correlation between the presented
personal identifier and the encoded personal identifier data
for a determ nation of bearer identity; and

a) the information processing apparatus effecting a bar
to the event or transaction when the correlation between the
presented personal identifier and the encoded persona
identifier data is inconsistent wwth the predeterm ned bearer
identification requirenents or when there is a determ nation
that access woul d exceed the predeterm ned nunber of
perm ssi bl e occurrences, and

b) the information processing apparatus effecting access
to the event or transaction when the correlation between the
presented personal identifier and the encoded persona
identifier is consistent with the predeterm ned bearer
identification requirenents and when there is a determ nation
of prior events or transactions within the predetermn ned
nunber of perm ssible occurrences, the information processing
apparatus altering the data holding article to record the
access, the recordation bei ng machi ne-readabl e by the
i nformati on processi ng apparatus for the determ nation of
prior occurrences.
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W reverse.

A reversal of the exam ner’s rejection should not be
construed as an affirmative indication that the subject matter
claimed is patentable over prior art, even over the prior art
references cited by the examner. W focus only on the
statenents, positions, and rationales presented by the
exam ner and do not undertake to examne the clains ab initio.

A. Fi ndi ngs of Fact

1. The rejection of clains 8-15 as was stated on page 2
of the final Ofice action (Paper No. 8) was not stated in the
exam ner’ s answer as a ground of rejection.

2. The exam ner’s answer does not clearly state any
ground of rejection except to note that the follow ng four
ref erences have been relied on: M nes, Langhans, d ark, and
Pf ost .

3. The final Ofice action (Paper No. 8) states on page
2 thereof that clainms 1-15 are rejected under 35 U.S.C. 8§ 103
as bei ng unpatentable over the prior art as set forth

previously and further in view of Beck and Langhans.
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4, The O fice action dated Septenber 18, 1995 (Paper
No. 6) states that clainms 1-15 are rejected under 35 U S.C. §
103 as being unpatentable over the prior art as set forth
previously with the addition of LeStrange and/or M nes.

5. The O fice action dated March 13, 1995 (Paper No. 4)
states that clains 1-15 are rejected under 35 U . S.C. 8§ 103 as
bei ng unpatentable over the prior art cited herewith and that
cited by applicant.

5. The O fice action of March 13, 1995, included a Form
892 listing 5 references, including 2 United States patents
and 3 foreign references.

6. On June 27, 1994, the applicant filed a Form 1449
listing 9 references, including 7 United States patents and 2
donestic articles.

7. On the Form 1449, the exam ner indicated that he
considered the listed references on February 22, 1995.

8. Al though a total of 18 references evidently were
applied by the exam ner, at one tine or another, during the
prosecution history leading up to and including the fina
O fice action, the exam ner’s answer |isted and referred to

only four references M| nes, Langhans, O ark, and Pfost.
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9. It is not at all clear what is the actual ground of
rej ection beyond that the clainms have been rejected as being
obvi ous over a conbination of references. It is not known how
each reference is relied on for which features of the
i nvention, and even which specific references have been relied
on.

B. Di scussi on

The exam ner characterizes the appellant’s argunent
poi nting out the deficiencies of the examner’s position in
maki ng out a prima facie case of obviousness as "essentially
deni es 35 USC 103" and "a common and transparent evasive
tactic" (see answer at page 5). W disagree. (obviousness is
not presuned, but nust be established by the exam ner by a
preponderance of the evidence. There is nothing "evasive"
about pointing out the lack of specificity and | ack of
nmeani ngf ul di scussion by the examiner with regard to the
applied prior art. To the contrary, that is precisely what an
appel | ant shoul d do, provided that the assertions are true, as
her e.

In rejecting clains under 35 U S.C. 8§ 103, it is

I ncunbent upon the exam ner to establish a factual basis to
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support the legal conclusion of obviousness. See In re Fine,
837 F.2d 1071, 1073, 5 USP@d 1596, 1598 (Fed. Cir. 1988). In
so doi ng, the exam ner is expected to nake the factua

deternmi nations set forth in G ahamv. John Deere Co., 383 U.S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one with ordinary skill in the art would have been led to

nodi fy or conbine prior art references to arrive at the

clai med invention. Such reasons nmust stem from sone teaching,
suggestion, or inplication in the prior art as a whole or
know edge general ly possessed by one with ordinary skill in

the art. Uniroval Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPQR2d 1434, 1438 (Fed. Cir.), cert. denied, 488 U S.

825 (1988); Ashland Ql, Inc. v. Delta Resins & Refractories,

Inc., 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Cir. 1985),

cert. denied, 475 U. S. 1017 (1986); _ACS Hospital Systens, Inc.

v. Mntefiore Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933

(Fed. Cir. 1984). These showi ngs by the exam ner are an

essential part of conplying with the burden of presenting a

prima facie case of obviousness. See, e.qg., In re Cetiker,

977 F.2d 1443, 1445, 24 USPRd 1443, 1444 (Fed. Cir. 1992).
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The failure to clearly state and present the ground of
rejection as we have found above al one constitutes a
sufficient ground for reversal. |In the context of an
obvi ousness rejection under 35 U.S.C. 8 103, the exam ner has

an affirmative duty, under Grahamyv. John Deere, 383 U S. at

17, 148 USPQ at 467, to nake underlying factual findings

i ncludi ng the scope and content of the prior art, and the

di fferences between the applied prior art and the cl ai ned
invention. The lack of specificity deprives the appellant of
a suitable rebuttal and nmakes the rejection vague and
uncertain on review. Absent sufficient findings, it cannot be
said that the exam ner has sufficiently made out a prina facie
case of obviousness.

Al ternatively, we assune that the exam ner w thdrew the
ground of rejection asserted in the final Ofice action and
entered a new ground of rejection in the exam ner’s answer
relying only on M| nes, Langhans, Cark, and Pfost. However,
al though in this presuned setting the identity of the
references is no |l onger unclear, the rejection is stil
nonet hel ess unsupported by sufficient factual findings

regardi ng the scope and content of the prior art and the
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di fferences between the clainmed invention and the prior art.
Wth regard to the first three paragraphs of claim8, the
examner’s analysis is nerely this: "See Figs. 7 and 8 and
col 16, line 63 of Langhans and col. 1, lines 30-56 of MI nes
(especially the reference [in MInes] to Pfost) as discussed
above." The lack of specificity equates to a nmere invitation
for the reader to apply MlInes in sonme way. It is unknown
what the examiner had in mind with regard to each feature
recited in the first three paragraphs of claim8.

In any event, we have read the cited portions of the
references and have found several deficiencies in each for
neeting the clainmed invention. Nothing is readily apparent
from Langhans with regard to storing in the custoner’s card
encoded data representative of an event or transaction having
a predeterm ned nunber of perm ssible occurrences. Nothing is
readily apparent fromMInes or Pfost with regard to the
storing of a personal identifier on the parking card of
M | nes.

Also, with regard to clauses (a) and (b) in claim8, the
features of the invention requiring selective access based on

both the user identifier and the checking of consistency with
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a predeterm ned nunber of perm ssible occurrences of the event
or transaction, and an altering of the data holding article to
record an access, have not been adequately accounted. The
foll owm ng expl anati on by the exam ner on page 5 of the answer
does not set forth how the above-noted features of the clained
i nvention are nmet by MInes, Langhans, C ark, and/or Pfost:

The prior art systens are obvi ously programed
to either bar or grant based upon their verification

paranmeters. Note that both Langhans (col. 6, line
41) and Cark (col.2, line 50) read coded card data
and a separate "personal identifier", i.e. a PIN

nunber or a fingerprint, respectively.

It should be noted that the nere fact that the prior art
may be nodified in a manner to arrive at the appellant’s
clainmed invention does not make the nodification obvious
unl ess the prior art suggested the desirability of the

nodi fi cati on. In re Fritch, 972 F.2d 1260, 1266 n. 14, 23

USPQ2d 1780, 1783-84 n.14 (Fed. GCr. 1992); In re Gordon, 733

F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. GCir. 1984).
Qobvi ousness may not be established using hindsight or in view
of the teachings or suggestions of the inventor. Para-

O dnance M. Inc. v. SGS Inporters Int’'l Inc., 73 F.3d 1085,

1087, 37 USPQd 1237, 1239 (Fed. Cr. 1995), cert. denied, 117
S.. 80 (1996).
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For the foregoing reasons, we do not sustain the
rejection of clainms 8-15 under 35 U. S.C. 8§ 103 over the
exam ner’s applied prior art or otherw se presumably over
M | nes, Langhans, C ark, and Pfost.

Concl usi on

The exam ner’s rejection of clains 8-15 under 35 U.S. C.
8§ 103 as being unpatentable over certain applied references,
or alternatively, over MInes, Langhans, Cark and Pfost, is

reversed.

REVERSED

JOHN C. MARTI N )
Adm ni strative Patent Judge )

)

)

) BOARD OF PATENT
LEE E. BARRETT )
Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES

JAMESON LEE
Adm ni strative Patent Judge

PCLARO D CORPORATI ON
Pat ent Dept.
549 Technol ogy Square
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